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Commissioner for Patents 
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REMARKS IN SUPPORT OF 
THE PRE- APPEAL BRIEF REQUEST FOR REVIEW 



Dear Sir: 

In response to the Final Office Action mailed March 9, 2006 (hereinafter, "the Final 
Action"), and pursuant to the Notice of Appeal and Pre-Appeal Brief Request for Review 
submitted herewith, the Applicants request review of the following issues on appeal.: 

Maclnnis fails to disclose receiving configuration data and routing data access requests 
based on a tag 

At page 2 of the Final Action, claims 1-6, 8, 10-21, 23-32, and 34 were rejected under 35 
U.S.C. Section 102(e) as being anticipated by Maclnnis (U.S. Patent No. 6,570,579). Claim 1 
recites "receiving configuration data that indicates, for each client of a plurality of clients, which 
memory controller of a plurality of memory controllers will support the client" and "routing each 
of the one or more data access requests from the router to a corresponding memory controller of 
the plurality of memory controllers based on the configuration data and based on the tag 
associated with each of the one or more data access requests." These elements are not disclosed 
by Maclnnis. 
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Maclnnis discloses a dual memory system including a memory select block 1 100 that 
routes memory requests to a first arbiter 1 102 or to a second arbiter 1 106 based on the address of 
the requested memory. Maclnnis, col. 53 s lines 3-27. Maclnnis does not route data access 
requests based on on a tag associated with the data access request but instead routes requests 
based on a memory address. A tag includes more information than a memory address. As 
explained in the specification at page 4, a tag provides information about the client that initiated 
the request as well as the purpose of the request A memory address does not provide this 
information. Accordingly, Maclnnis fails to disclose each and every element of claim 1 . 

Further, Maclnnis does not disclose receiving configuration data that indicates, for each 
client of a plurality of clients, which memory controller of a plurality of memory controllers will 
support the client as recited in claim 1 . The Final Action does not cite or refer to any portion of 
Maclnnis that discloses these elements. Instead, the Final Action argues that these elements are 
"inherently included" in Maclnnis in order to identify which memory controller will support the 
requesting client Final Action, pA (emphasis added). However, the fact that a certain result or 
characteristic may occur or be present in the prior art is not sufficient to establish the inherency 
of that result or characteristic. In re Rijckaert, 9 F.3d 1531, 1534 (Fed, Cir. 1993). In addition, 
"To establish inherency, the extrinsic evidence c must make clear that the missing descriptive 
matter is necessarily present in the thing described in the reference, and that it would be so 
recognized by persons of ordinary skill. Inherency, however, may not be established 
by probabilities or possibilities- The mere feet that a certain thing may result from a given set of 
circumstances is not sufficient/" In re Robertson, 169 F,3d 743, 745, 49 USPQ2d 1949, 1950- 
51 (Fed. Cir. 1999) (citations omitted). The Final Action makes no showing that the system of 
Maclnnis necessarily receives configuration data that indicates, for each of a plurality of clients, 
which memory controller of a plurality of memory controllers will support the client . There is 
no disclosure in Maclnnis as to how the memory select block 1 100 identifies which address is 
associated with a particular controller. The memory select block 1 100 could associate an address 
with a memory controller in a number of ways thai do not require that the memory select 
block 1100 receive configuration data . For example, the memory select block 1 100 of 
Maclnnis could be designed so that the addresses associated with a particular memory controller 
are preconfigured when the memory select block 1 100 is created. For example, the configuration 
data could be hardwired into the memory select block 1 100, rather than received , Further, in this 
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case even if the memory select block 1 100 did actually receive a memory address, the address 
would be ignored by the memory select block 1 1 00. Thus, the memory select block 1 100 does 
not necessarily have to receive configuration data. Accordingly, the Office has failed to make a 
prima facie case that Maclnnis inherently discloses receiving configuration data that indicates, 
for each client of a plurality of clients, which memory controller of a plurality of memory 
controllers will support the client as recited in claim 1. 

Claims 2-6, 8 5 10-21, 23 and 42-43 depend from claim 1. Accordingly, Maclnnis fails to 
disclose each and every element of these claims, at least by virtue of their dependency on claim 
1. Moreover, these claims recite additional non-obvious features. 

With respect to claim 24, the claim recites: 

a storage module having a memory location and an output port, the 
memory location to store configuration data; 



a router having a plurality of first input ports coupled to the data access 
port of each of the plurality of clients, a second input port coupled to the 
output port of the storage module, a first plurality of output ports, and a 
second plurality of output ports, wherein the router is to route data at each 
one of the plurality of first input ports to a respective output port of the 
first or second plurality of output ports based upon the configuration data 
stored in the storage module and based upon a tag associated with the data. 

As explained above, there is no disclosure in Maclnnis as to how the memory select 
block 1 100 associates a memory address with a particular memory controller. In particular, 
Maclnnis does not disclose that the memory select block 1 100, or any other portion of the 
Maclnnis system, uses configuration data to associate a memory address with a memory 
controller. Accordingly, because Maclnnis nowhere discloses configuration data, Maclnnis 
necessarily fails to disclose a memory location to store configuration data, as recited in claim 24. 

Further, as explained above, Maclnnis does not disclose routing data based on a tag 
associated with the data. Accordingly, Maclnnis necessarily fails to disclose a router that routes 
data to different data ports based on a tag associated with the data. Thus, Maclnnis fails to 
disclose each and every element of claim 24. 

Page 3 Of 5 US. App. No,; 09/923,524 
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Claims 25-32 and 34 depend from claim 24. Accordingly, Maclnnis fails to disclose or 
suggest each and every element of these claims, at least by virtue of their dependency on claim 
24. Moreover, these claims recite additional non-obvious features. 

Obviousness Rejection of Claims 7 and 9 

At page 7 of the Office Action, claims 7 and 9 were rejected under 35 U,S,C. Section 
103(a) as being unpatentable over Maclnnis in view of Kilgariff (U.S. Patent No. 5,999,183). 
Claims 7 and 9 depend from claim 1. As set forth above, Maclnnis does not disclose or suggest 
each and every element of claim 1 > Moreover, Kilgariff does not disclose or suggest those 
elements lacking in Maclnnis. Accordingly, Maclnnis and Kilgariff, individually and in 
combination, fail to disclose each and every element of claims 7 and 9, at least by virtue of their 
dependency on claim 1 > 

Obviousness Rejection of Claims 22 and 33 

At page 9 of the Office Action, claims 22 and 33 were rejected under 35 U.S.C. Section 
103(a) as being unpatentable over Maclnnis in view of Foster (U.S. Patent No, 6,240,492). This 
rejection is hereby respectfully traversed, 

Claim 22 depends from claim 1, whileClaim 33 depends from claim 24. As set forth 
above, Maclnnis does not disclose or suggest each and every element of claim 1 or claim 24. 
Moreover, Foster does not disclose or suggest those elements lacking in Maclnnis. Accordingly, 
Maclnnis and Foster, individually and in combination, fail to disclose each and every element of 
claims 22 and 33, at least by virtue of their respective dependency on claims 1 and 24, 
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Conclusion 

As discussed above, the Office fails to establish that the cited references disclose or 
suggest each and every element recited by any of the pending claims. Accordingly, 
reconsideration and withdrawal of these rejections is respectfully requested. 



Respectfully submitted, 




Date Adam D. Sheehan; Reg. No. 42,146 



Larson Newman Abel Polansky & White, LLP 
5914 West Courtyard Drive, Suite 200 
Austin, Texas 78730 
(512) 439-7100 (phone) 
(512)439-7199 (fix) 



Page 5 of 5 



U.S. App. No.: 09/523,524 



PAGE 1 1/11 1 RCVD AT 8/7/2006 4:55:20 PM [Eastern Daylight Time] * SVRiUSPTOff XRF-1/1 1 * DNIS;2738300 * CSID:512 327 5452 * DURATION (mm*ss);0to0 



